Response to July 13, 2006 Office Action 
Application No. 10/680,682 

REMARKS 

Claims 1-12 are pending and under consideration. 

In the Office Action, Claims 1-12 were rejected and Claim 2 was objected to. 

In this Amendment, Claims 1,5, and 9 - 12 are amended, Claim 2-4 and 6 - 8 are 
cancelled, and Claims 13 and 14 are added. No new matter has been introduced as a result of 
this amendment. 

Accordingly, Claims 1, 5, 9 - 14 are now at issue. 

I. Claim Objections 

The objection to Claim 2 is now moot in view of its cancellation. 

As such, Applicants respectfully request that the objection to Claim 2 be withdrawn. 

II. 35 U.S.C. $ 102 Anticipation Rejection of Claims 1. 9 and 10 

Claims 1, 9 and 10 were rejected under 35 U.S.C. § 102(e) as being anticipated by 
Bernett (U.S. Patent No. 6,487,039) and Hashizume et al. ("Hashizume") (U.S. Patent No. 
6,661,604). Although, Applicants respectfully traverse this rejection, Applicants have amended 
Claims 1, 9 and 10 to remove any ambiguities that may have been the basis for these rejections. 

Claim 1 is directed to a cushioning material for supporting an inner first housing and an 
outer second housing in spaced apart relation. The cushioning material comprises a main body, 
and at least one projection portion formed to protrude from the main body toward said second 
housing. 

Amended Claim 1 recites that "four projection portions formed to protrude from said 
main body toward said second housing, and provided on each of an upper surface, lower surface, 
and side surfaces of said main body, wherein each one of said four projection portions has a 
contact surface which comes into contact with a corresponding inner surface of said second 
housing, said contact surface is formed so as to extend along said corresponding inner surface of 
said second housing." 
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In contrast, Bernett teaches that a main body has a portion 424, 434 which has an inner 
surface which comes into contact with an outer surface of a first housing 1 10 for covering at 
least part of the first housing, and at least one projection portion 424 formed to protrude from the 
portion 424, 434 toward a second housing 160. However, in Bernett the main body does not 
include four projection portions formed to protrude from the main body toward the second 
housing, and provided on each of an upper surface, lower surface, and side surfaces of the main 
body. 

As such, Claim 1 is not anticipated by Bernett. 

In Hashizume, a main body (B) is provided with a portion which has an inner surface that comes 
into contact with an outer surface of a first housing 12, and a projection (A) which has an outer 
surface that comes into contact with an inner surface of a second housing. However, in 
Hashizume the main body (B) does not include four projection portions formed to protrude from 
the main body (B) toward the second housing, and provided on each of an upper surface, lower 
surface, and side surfaces of the main body (B). 

As such, Claim 1 is not anticipated by Hashizume. 

Claims 9 and 10 have amended to recite an analogous distinguishable limitation as that of 
Claim 1. Thus, Claims 9 and 10 are both allowable over Bernett and Hashizume. 

Accordingly, Applicants respectfully request that the claim rejections be withdrawn. 

III. 35 U.S.C. § 102 Anticipation Rejection of Claims 1-4, and 9-12 

Claims 1- 4, and 9 -12 were rejected under 35 U.S.C. 102(e) as being anticipated by 
Hurley et al. ("Hurley") (U.S. Patent No. 6,629,608). Applicant respectfully traverses these 
rejections. 

Hurley discloses a protective device 14 which includes walls 16, a dome 20, lands 26, valleys 28, 
and a tunnel portion 1 8. As shown in FIGs. 1 - 7, 8 and 9 - 1 1 . Lands 1 6 have inner surfaces 
that come into contact with an outer surface(s) of a first housing, and the dome 20 and valleys 
have corresponding outer surfaces that come into contact with an inner surface(s) of a housing. 
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However, in Hurley the protective device 14 does not include four projection portions formed to 
protrude from the main body toward the second housing, and provided on each of an upper 
surface, lower surface, and side surfaces of the main body. 

As such, Claim 1 is allowable over Hurley, as is dependent Claim 2 for at least the same 
reasons. 

Claim 3 has been amended to recite an analogous distinguishable limitation as that of 
Claim 1. Thus, Claim 3 is allowable over Hurley, as is dependent Claim 4 for at least the same 
reasons. 

Claim 9 has been amended to recite an analogous distinguishable limitation as that of 
Claim 1. Thus, Claim 9 is allowable over Hurley, as is dependent Claims 10 -12 for at least the 
same reasons. 

Accordingly, Applicants respectfully request that the claim rejections be withdrawn. 

IV. 35 U.S.C. S 103 Obviousness Rejection of Claims 5 and 8 

Claims 5 and 8 were rejected under 35 U.S.C. § 103(a) as being unpatentable over Hurley 
in view of McKain et al. ("McKain") (U.S. Patent No. 6,339,531). Applicant respectfully 
traverses this rejection. 

Claim 8 is dependent on Claim 7. Independent Claims 5 and 7 have been amended to 
recite an analogous distinguishable limitation as that of Claim 1. Thus, Claims 5 and 7 are 
allowable over Hurley, as is Claim 8 for at least the same reasons. 

Moreover, McKain fails to teach or suggest the above discussed distinguishable 
limitation of Claims 5 and 8. Further, no combination of the cited references fairly teaches or 
suggests the subject matter of Claims 5 and 8. Accordingly, Claims 5 and 8 are patentable over 
the cited references, taken singly or in any combination with each other. 

Accordingly, Applicants respectfully request that the claim rejections be withdrawn. 
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Conclusion 

In view of the above amendments and remarks, Applicant submits that all Claims 1, 5, 9 
- 14 are clearly allowable over the cited prior art, and respectfully requests early and favorable 
notification to that effect. 



Dated: October 13, 2006 By: 



Respectfuffy submitted, 

rcA 




David R. Metzger 
Registration No. 32,919 
SONNENSCHEIN NATH & ROSENTHAL LLP 
P.O. Box 061080 

Wacker Drive Station, Sears Tower 
Chicago, Illinois 60606-1080 
(312) 876-8000 
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